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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of invention group II, claims 14-20, in the reply 
filed on 29 December 2006 is acknowledged. The traversal is on the ground(s) that 
there would be no serious burden on the examiner to search invention groups I and II 
together. This is not found persuasive because invention group I is directed to product 
by process claims and does not recite any process limitations. However, invention 
group I is directed to process claims with specific process limitations, which requires 
different search strategy and search direction. In addition, the process as recited in 
invention group II can be practiced with another materially different composition such as 
a zinc phosphate or ferrous phosphate containing composition. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 1-13 and 21-33 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected inventions, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on 29 December 2006. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled tp a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 14-15 and 18-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kalota et al. WO 98/0891 9(Kalota). 

Kalota teaches applying a water soluble metal working fluid composition to metal 
surfaces as a lubricant(abstract). Kalota further teaches that the water soluble metal 
working fluid comprises group A and group B, wherein group B further comprises a salt 
mixture of monobasic and/or dibasic potassium and/or ammonium phosphate(page 19, 
lines 9-1 3). Kalota further teaches that the working fluid composition can be diluted with 
water before been fed to the metal substrate(page 21 lines 19-23, example 5). 

Regarding claims 14-15 and 18-20, the water soluble metal working fluid as 
taught by Kalota has the same composition as the claimed phosphorous containing 
solution. The water in the metal working fluid of Kalota reads on the claimed carrier 
fluid. Since Kalota does not teach that the presence of zinc is mandatory, the examiner 
concludes that the water soluble metal working fluid of Kalota is substantially free of 
zinc as claimed. In addition, Kalota does not mention a highly exothermic reaction 
takes place during the mixing of the phosphate salts. The examiner concludes that the 
process of Kalota meets the limitation of the instant claims of not having a highly 
exothermic reaction. Furthermore, since the working fluid of Kalota is diluted with water, 
the water used for dilution as taught by Kalota reads on the claimed target fluid and the 
target fluid is a lubricating fluid as claimed based on the broadest reasonable 
interpretation. Lastly, since Kalota teaches a metal surface treatment process that is 
the same as the claimed process using the same processing solution, the examiner 
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take a position that the coating process of Kalota will form a phosphate metal layer on 
the metal surface as claimed. 

Therefore, Kalota anticipates claims 14-15 and 18-20. 
5. Claims 14 and 18-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
JP62-190297(JP'297). 

JP'297 teaches a process of applying a water soluble lubricant to metal 
surfaces(abstract), wherein the water soluble lubricant comprises KH 2 P04 and K 2 HP0 4 
dissolved in water(page 1 bottom right column - page 2 top left column). JP'97 further 
teaches that the water soluble lubricant can be diluted with water(page 2 top left 
column) and the pH of the water soluble lubricant is 4-12(abstract). 

Regarding claims 14 and 18-20, the water soluble lubricant as taught by JP'297 
has the same composition as the claimed phosphorous containing solution. The water 
in the lubricant of JP'297 reads on the claimed carrier fluid. Since JP'297 does not 
teach that the presence of zinc and does not mention a highly exothermic reaction takes 
place during the mixing of the phosphate salts, the examiner concludes that the water 
soluble lubricant of JP'297 is substantially free of zinc and does not produce a highly 
exothermic reaction as claimed. Furthermore, since the water soluble lubricant of 
JP'297 is diluted with water, the water used for dilution as taught by JP'297 reads on the 
claimed target fluid and the target fluid is a lubricating fluid as claimed based on the 
broadest reasonable interpretation. Lastly, since a metal surface treatment process of 
JP'297 is the same as the claimed process using the same processing solution, the 
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examiner take a position that the coating process of JP'297 will form a phosphate metal 
layer on the metal surface as claimed. 

Therefore, JP'297 anticipates claims 14 and 18-20. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kalota in view of Otaki et al. US 4,765,91 7(Otaki). 

The teachings of Kalota are discussed in paragraph 4 above. However, Kalota 
does not explicitly teaches the addition of claimed ammonium acetate. 

Otaki teaches a water-base metal forming lubricant comprising additives such as 
organic phosphate(i.e. phosphate ester). Otaki further teaches the addition of 
ammonium acetate as performance enhancer in the water-base lubricant(col. 4 line 37). 

Regarding claim 16, it would have been obvious to one of ordinary skill in the art 
to have incorporated ammonium acetate as taught by Otaki into the lubricating solution 
of Kalota in order to enhance the performance of the lubricating solution by aiding film 
formation, increasing temperature resistance and surface wetting or cooling as taught 
by Otaki(col. 4 lines 38-41). 

Regarding claim 17, Kalota's examples further teaches a wide pH range of 6-10, 
which overlap the claimed pH range of about 6.0 to about 8.0. Therefore, a prima facie 
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case of obviousness exists. See MPEP 2144.05. The selection of claimed pH range 
from the disclosed range of Kalota in view of Otaki would have been obvious to one 
skilled in the art since Kalota in view of Otaki teach the same utilities in their disclosed 
pH range. 

8. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP'297 
in view of Kalota. 

The teachings of JP'297 are discussed in paragraph 5 above. However, JP'297 
does not explicitly teach the presence of [NR 4 ] 2 HP0 4 in the solution. 

The teachings of Kalota are discussed in paragraph 4 above. Kalota's teaching 
shows that monobasic, dibasic potassium and ammonium phosphates are functionally 
equivalent components in a water soluble lubricant solution. 

Therefore, it would have been obvious to one of ordinary skill in the art to have 
incorporated dibasic ammonium phosphate(i.e. [NH 4 ]2HP0 4 ) into the monobasic and 
dibasic potassium phosphate containing lubricating solution of JP'297 with expected 
success since it is well settled that it is prima facie obvious to combine two compositions 
each of which is taught by the prior art to be useful for the same purpose, in order to 
form a third composition to be used for the very same purpose. The idea of combining 
them flows logically from their having been individually taught in the prior art." In re 
Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980) (citations omitted) 
(Claims to a process of preparing a spray-dried detergent by mixing together two 
conventional spray-dried detergents were held to be prima facie obvious.). See MPEP 
2144.06. 
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9. Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP'297 in view of Kalota, and further in view of Otaki. 

The teachings of JP'297 in view of Kalota are discussed in paragraph 8 above. 
However, JP'297 in view of Kalota do not explicitly teach the presence of ammonium 
acetate in the solution as claimed. 

The teachings of Otaki are discussed in paragraph 7 above. 

Regarding claims 16-17, it would have been obvious to have incorporated the 
ammonium acetate as taught by Otaki into the lubricant solution of JP'297 in view of 
Kalota for the same reasons as stated in paragraph 7 above. 

Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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1 1 . Claims 14-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 and 4-9 of 
copending Application No. 1 1/507,851 (See corresponding US Patent Application 
Publication 2007/0049693 A1. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because 1 1/507,851 teaches a process that 
uses the same mixture of phosphate salts in the same carrier and target fluids as 
claimed. Even though claims of 1 1/507,851 are silent regarding forming phosphate 
metal layer on a metal surface, claim 9 of 1 1/507,851 talks about applying this 
phosphate salt containing solution to metal surfaces. Therefore, one of ordinary skill in 
the art would have found the formation of phosphate-metal layer also taking place in the 
process of 11/507,851. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Howard US 5,234,676 teaches an aqueous composition containing aluminum 
nitride power and buffering agents comprising KH 2 P04, K 2 HP0 4 , (NH 4 )2HP0 4 and 
ammonium acetate(col. 3 lines 1 1-27). However, Howard does not teach adding this 
aqueous composition to a target fluid to create a phosphate-metal layer on a metal 
surface. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lois Zheng whose telephone number is (571) 272-1248. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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